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REMARKS 

Claims 1, 6> and 8-11 have been amended. Claims 1-20 are pending in the case. Further 
examination and reconsideration of the presently claimed application are hereby respectfully 
requested. 

Section 102 Rejections 

Claims 1, 3, 5, 6, and 8 were rejected under 35 U.S.C. § 102(b) as being anticipated by 
U.S. Patent No. 4,595,289 to Feldman et at. (hereinafter "Feldman"), As will be set forth in 
more detail below, the § 102 rejections of claims 1, 3, 5, 6, and 8 are respectfully traversed. 

The Examiner has improperly interpreted language of the present claims as non- 
limiting language. In the Amendment filed in the present case by Applicants on May 24, 2006 
(hereinafter "the prior amendment"), which is incorporated by reference as if fully set forth 
herein, independent claim 1 was amended to recite, in part: "an inspection subsystem configured 
to form a first aerial image of the reticle using a set of exposure conditions, wherein the set of 
exposure conditions comprises exposure conditions within a process window of an exposure 
system." In the prior amendment, independent claim 6 was also amended to recite similar 
limitations. 

The Office Action states: 

Claim 1 has been amended to include language relating to having the exposure 
conditions for the first aerial image being "exposure conditions within the process 
window of an exposure system". However, no particular "exposure system" is set 
forth in the claim, and thus this added language appears to add nothing 
structurally to the claim, as the "exposure conditions within the process window 
of an exposure system" are not definite identifiable exposure systems, and thus the 
language amounts to no more than a non-limiting intended relationship between 
the exposure conditions of the first aerial image and some theoretically possible 
exposure conditions of some unclaimed but theoretically possible process window 
of some theoretically possible exposure system. (Office Action - page 2). 
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Applicants respectfully traverse this assertion. In particular, the Office Action appears to assert 
that since this claim language references exposure systems and process windows that are 
variable, the claim language is non-limiting and does not add anything structurally to the claim. 
However, claim language that references an object that is variable does not automatically render 
the claim language non-limiting. For example, a claim limitation specifying that a certain part of 
a pediatric wheelchair be "so dimensioned as to be insertable through the space between the 
doorframe of an automobile and one of the seats" was held to be definite. Orthokinetics, Inc. v. 
Safety Travel Chairs, /nc, 806 F.2d 1565, 1 USPQ2d 1081 (Fed Cir. 1986). The court stated 
that the phrase "so dimensioned*' is as accurate as the subject matter permits, noting that the 
patent law does not require that all possible lengths corresponding to the spaces in hundreds of 
different automobiles be listed in the patent, let alone that they be listed in the claims- MPEP 
2173.05(b). Therefore, although no particular exposure system is set forth in the claim, the claim 
language "exposure conditions within the process window of an exposure system'* does limit the 
present claims since patent law does not require that all possible exposure conditions within all 
possible process windows of all possible exposure systems be listed in the patent application, let 
alone be listed in the present claims. In addition, the above-referenced claim language is 
structurally limiting because "an inspection subsystem configured to form a first aerial image of 
the reticle using a set of exposure conditions" limits the structure of the inspection system to 
inspection system structures that can use the set of exposure conditions to form the first aerial 
images. Therefore, the language added to claims 1 and 6 in the prior amendment constitutes 
structural claim limitations. 

Accordingly, claims 1 and 6 as previously amended, as well as claims dependent 
therefrom, are not anticipated by the cited art for at least the reasons set forth in the prior 
amendment. Nevertheless, to expedite prosecution, independent claims 1 and 6 have been 
amended to further distinguish the claims over the prior art by adding subject matter indicated as 
allowable in the Office Action. In particular, the Office Action states that "the art does not 
appear to teach, as in claims 9-1 1 , a system with two separate subsystems which form separate 
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aerial images, and. . .using the two images for different purposes as in claims 10 and 1 1 (Office 
Action — page 6). Claim 1 has been amended to recite, in part: 

an inspection subsystem configured to form a first aerial image of the reticle. 
wherein the system is further configured to detect defects on the reticle using the 
first aerial image; and a review subsystem coupled to the inspection subsystem, 
wherein the review subsystem is configured to form a second aerial image of the 
reticle, and wherein the system is further configured to review the defects on the 
reticle using the second aerial image. 

Claim 6 has been amended to recite similar limitations. Support for the amendments to claims 1 
and 6 can be found in the Specification, for example, on page 8, line 8 to page 9, line 12, page 
39, line 24 to page 41, line 14, page 41, line 27 to page 42, line 15, and page 43, lines 16-28. 

Independent claims 1 and 6 have, therefore, been amended to include allowable subject 
matter thereby rendering rejections of claims 1 and 6 moot Claims 3, 5, and 8 are dependent 
from newly amended claims 1 and 6, which now contain allowable subject matter, thereby 
rendering rejections of claims 3, 5, and 8 moot. 

In light of the form amendments to the aforesaid claims, each of which now contains 
allowable subject matter, Applicants respectfully request removal of the § 102 rejections of 
claims 1, 3, 5, 6, and 8. 

Section_l_03 Rejections 

Claims 7, 12-15, and 17 were rejected under 35 U.S.C. § 103(a) as heing unpatentable 
over Feldman in view of "the prior art discussed in the specification/' Claims 1, 2, and 4 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 3,909,602 to Micka 
(hereinafter "Micka"). 

For at least the reasons set forth in the prior amendment, claims 1 and 6 are patentably 

distinct over the cited art. Nevertheless, as noted above, to expedite prosecution, independent 
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claims 1 and 6 have been amended to include allowable subject matter identified in the Office 
Action thereby rendering rejections of claims I and 6 moot. Claims 2, 4, 7, and 12-15 are 
dependent from newly amended claims 1 and 6, which now contain allowable subject matter, 
thereby rendering rejections of claims 2, 4, 7, and 12-15 moot. 

In light of the form amendments to the aforesaid claims, each of which now contains 
allowable subject matter, Applicants respectfully request removal of the § 1 03 rejections of 
claims 1, 2, 4, 7, and 12-15. 

Furthermore, for at least the reasons set forth in the prior amendment, independent claim 
16, as well as claims dependent therefrom, are patentably distinct over the cited art Accordingly, 
removal of the § 103 rejection of claim 17 is respectfully requested. 

Section 101 Rejections 

Claims 16-20 were rejected under 35 U,S,C. § 101 as being directed to non-statutory 
subject matter. As will be set forth in more detail below, the § 101 rejections of claims 16-20 are 
respectfully traversed. 

The Office Action states: 

Claims 16-20 are rejected under 35 U.S.C 101 because the final steps of merely 
detecting or analyzing would not appear to be sufficient to constitute a tangible 
result, since the outcome of those steps is not being claimed in a disclosed 
practical application nor is it outcome being made available in such a manner that 
its useftilness in a disclosed practical application can be realized. (Office Action - 
- page 6). 

Applicants respectfully traverse these assertions. In particular, independent claim 16 

recites: 
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A method for inspecting a reticle, comprising: inspecting the reticle by forming a 
first aerial image of the reticle while the reticle is disposed in a system and 
detecting defects on the reticle using the first aerial image; and reviewing the 
defects by forming a second aerial image of the reticle while the reticle is disposed 
in the system and analyzing the defects using the second aerial image. 

The method recited in claim 16, therefore, produces results that include the detected defects and 
results of the analysis of the defects, which are useful, concrete, and tangible results. 
"[Tjransformation of data, representing discrete dollar amounts, by a machine through a series of 
mathematical calculations into a final share price, constitutes a practical application of a 
mathematical algorithm, formula, or calculation, because it produces 'a useful, concrete and 
tangible result' - a final share price momentarily fixed for recording and reporting purposes and 
even accepted and relied upon by regulatory authorities and in subsequent trades." State Street, 
149F,3datl373,47USPQ2datl601. MPEP 2106(II.)(A.). Therefore, using a first aerial 
image in an inspecting step to detect defects and using a second aerial image to analyze the 
defects as recited in claim 16 constitute practical applications, because they produce tangible 
results, which can be stored, displayed, or used in a tangible manner. In other words, since the 
method recited in this claim produces useful, concrete, and tangible results, the claimed method 
accomplishes a practical application. The claimed invention as a whole must accomplish a 
practical application. That is, it must produce a "useful, concrete and tangible result." State 
Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02, MPEP 2106(ILXA.). 

Furthermore, the methods recited in claims 16-20 are directed to statutory methods 
because the methods require manipulation of data representing a physical object. Another 
statutory process is one that requires the measurements of physical objects or activities to be 
transformed outside of the computer into computer date... Arrhythmia* 958 F.2d at 1056, 22 
USPQ2d at 1036), where the data comprises signals corresponding to physical objects or 
activities external to the computer system, and where the process causes a physical 
transformation of the signals which are intangible representations of the physical objects or 
activities. Schrader s 22 F.3d at 294, 30 USPQ2d at 1459. MPEP 2106(TV.)(B.)(2.)(b.). In the 
present claims, the data is an intangible representation of the defects on the reticle. The 
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transformation occurs when the first aerial image of the reticle is formed and the defects are 
detected using the first aerial image. Another transformation occurs when the second aerial 
image of the reticle is formed and the defects are analyzed using the second aerial image. These 
methods have real world value since detecting and analyzing defects on a reticle have real world 
value, (see, for example, Specification - page 3, line 28 to page 4, line 26 and page 44, line 23 
to page 45, line 12). 

The portion of the Office Action referenced above appears to indicate that the Examiner 
is rejecting the claims because the claims themselves do not disclose using an outcome of the 
method or making an outcome of the method "available.** However, as noted above, applying the 
reasoning of the United States Court of Appeals for the Federal Circuit set forth in the decision in 
State Street Bank & Trust Co. v. Signature Financial Group, Inc. (149 F.3d 1 368, 1998) to the 
present case, detecting defects and analyzing defects using aerial images constitute practical 
applications, because they produce tangible results (i.e., the detected defects and the analysis of 
the defects). Therefore, the inspecting and reviewing steps themselves constitute a disclosed 
practical application- 

Furthermore, the United States Court of Appeals for the Federal Circuit did not require 

the claims to recite using the outcome of the practical application (i.e., the final share price) in a 

practical application or to recite making the outcome of the practical application (i.e., the final 

share price) available in such a manner that its usefulness in a disclosed practical application can 

be realized in order for the subject matter of the claims to constitute statutory subject matter. 

Applicants also have not found any support in the OG Notices: 22 November 2005, "Interim 

Guidelines for Examination of Patent Applications for Patent Subject Matter Eligibility" 

referenced in the Office Action for a requirement that the claims recite using an outcome of the 

method in a practicaJ application or recite making an outcome of the method available in such a 

manner that its usefulness in a disclosed practical application can be realized. Moreover, one of 

ordinary skill in the art would recognize how an outcome of the method can be used and the 

usefulness of an outcome of the method, particularly in light of the disclosure of the present 

application (see, for example, Specification - page 3, line 28 to page 4, line 26 and page 44, line 
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23 to page 45, line 12). Accordingly, if the § 101 rejections are maintained on this basis, 
Applicants respectfully request that the next Office Action sets forth specific references to the 
portion(s) of the Interim Guidelines supporting these rejections. 

For at least the reasons set forth above, claim 16 and claims 1 7-20 dependent therefrom 
are directed to statutory subject matter. Accordingly, removal of the § 101 rejections of claims 
16-20 is respectfully requested. 

Allowable Subject Matter 

Claims 9-1 1 were objected to as being dependent upon a rejected base claim, but were 
deemed allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. Applicants appreciate the Examiner's indication of allowable 
subject matter and await allowance of the remaining claims in the case. 

Information Disclosure Statement 

Applicants note that the Information Disclosure Statement filed on January 5, 2005, and 
the references cited therein, have not been considered by the Examiner. Careful consideration of 
the references listed on the Form PTO-1449 of this Information Disclosure Statement and return 
of the signed form are respectfully requested. 

CONCLUSION 

This response constitutes a complete response to all issues raised in the Office Action 
mailed August 10, 2006. In view of the remarks presented herein, Applicants assert that pending 
claims 1-20 are in condition for allowance. If the Examiner has any questions, comments, or 
suggestions, the undersigned earnestly requests a telephone conference. 
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The Commissioner is authorized to charge any required fees or credit any overpayment to 
deposit account number 02-0393. 

Respectfully submitted, 



Dated: November 10, 2006 




Registration No. 50,484 
BAKER & McKENZIE LLP 
1114 Avenue of the Americas 
New York, New York 10036 
Telephone: (212) 626-4100 
Facsimile: (212) 310-1600 
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